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DETAILED ACTION 



Claim Rejections - 35 USC § 103 



1 . The following is a quotation of 35 U.S.C. 103(a) which fornns the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



2. Claims 1, 4, 5, 9, 10, 12, and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent Number 6,073,253 to Nordstrom et al. ("Nordstrom") and 
US Patent Number 6,212,587 to Emerson et al. ("Emerson"). 



3. In reference to Claim 1 , Nordstrom teaches a peripheral device adapted to define 
a plurality of device functions accessible through a data interface with a data bus (See 
Figure 2B Number 260); and a second processing system adapted to communicate with 
a second device function defined by the peripheral device through the data interface 
(See Figure 2A). Nordstrom does not teach a first processing system adapted to 
communicate with a first device function defined by the peripheral device through the 
data interface. Emerson teaches a first processing system that controls a selection of 
devices on a segment of a PCI bus (analogous to functions in a device) (See Figure 1 
Number 290 and Column 4 Lines 30-44) and a second processing system that controls 
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a selection of devices different from those controlled by the first processing system on a 
segment of a PCI bus (analogous to functions in a device) (See Figure 1 Number 250 
and Column 4 Lines 6-17). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the multifunction peripheral device system of Nordstrom 
with the processing systems controlling different elements of Emerson, resulting in the 
invention of Claim 1, in order to create a device that can more easily incorporate 
Intelligent Input/Output technology and realize the benefits afforded by such technology 
(See Column 2 Lines 33-35 of Emerson). 

4. In reference to Claim 4, Nordstrom and Emerson teach the limitations as applied 
to Claim 1 above. Nordstrom further teaches that the second processing system is 
coupled to the data bus through a bridge (See Figure 2B Number 210). Nordstrom 
does not teach that the first processing system is a peripheral device. Emerson further 
teaches that the first processing system is a peripheral device (See Figure 1 Number 
290). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the multifunction peripheral device system of Nordstrom 
with the processing systems controlling different elements of Emerson, resulting in the 
invention of Claim 4, in order to create a device that can more easily incorporate 
Intelligent Input/Output technology and realize the benefits afforded by such technology 
(See Column 2 Lines 33-35 of Emerson). 
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5. In reference to Claim 5, Nordstrom and Emerson teach the limitations as applied 
to Claim 1 above. Nordstrom does not teach that the first processing system comprises 
logic to cause the peripheral device to conceal one or more device functions from the 
second processing system while enabling the second processing system to 
communicate with at least one unconcealed device function defined by the peripheral 
device. Emerson teaches that the first processing system comprises logic to conceal 
one or more device functions from the second processing system (See Column 4 Lines 
30-44); and that both the hidden and non-hidden elements are on the same section of 
bus, and thus the second processing system can communicate with the non-hidden 
elements while the remaining elements are hidden (See Figure 1 and Column 4 Lines 
15-17). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the multifunction peripheral device system of Nordstrom 
with the processing systems controlling different elements of Emerson, resulting in the 
invention of Claim 5, in order to create a device that can more easily incorporate 
Intelligent Input/Output technology and realize the benefits afforded by such technology 
(See Column 2 Lines 33-35 of Emerson). 

6. In reference to Claim 9, Nordstrom teaches a peripheral device adapted to define 
a plurality of device functions coupled to a data interface of a data bus (See Figure 2B 
Number 260); and a second processing system (See Figure 2A). Nordstrom does not 
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teach initiating a first enumeration procedure at a first processing system adapted to 
enumerate a first device function defined by a peripheral device through the data 
interface; and initiating a second enumeration procedure at a second processing system 
adapted to enumerate a second device function of peripheral device through the data 
interface. Emerson teaches a first processing system that controls a selection of 
devices on a segment of a PCI bus (analogous to functions in a device) (See Figure 1 
Number 290 and Column 4 Lines 30-44); enumerating a first device function defined by 
a peripheral device by a first processing system (See Column 3 Lines 13-17); and 
enumerating a second device function defined by a peripheral device by a second 
processing system (See Column 3 Lines 11-13). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the multifunction peripheral device system of Nordstrom 
with the processing systems controlling different elements of Emerson, resulting in the 
invention of Claim 9, in order to create a device that can more easily incorporate 
Intelligent Input/Output technology and realize the benefits afforded by such technology 
(See Column 2 Lines 33-35 of Emerson). 

7. In reference to Claim 10, Nordstrom and Emerson teach the limitations as 
applied to Claim 9 above. Nordstrom further teaches that all of the functions in the 
devices are I/O Device Adapters (See Figure 2B), so it is inherent that at least one of 
the enumerated device functions is associated with an I/O channel. 
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It would have been obvious to one of ordinary skill In the art at the time the 
invention was made to combine the multifunction peripheral device system of Nordstrom 
with the processing systems controlling different elements of Emerson, resulting in the 
invention of Claim 10, in order to create a device that can more easily incorporate 
Intelligent Input/Output technology and realize the benefits afforded by such technology 
(See Column 2 Lines 33-35 of Emerson). 

8. In reference to Claim 12, Nordstrom and Emerson teach the limitations as 
applied to Claim 9 above. Nordstrom further teaches that the second processing 
system is coupled to the data bus through a bridge (See Figure 2B Number 210). 
Nordstrom does not teach that the first processing system is a peripheral device. 
Emerson further teaches that the first processing system is a peripheral device (See 
Figure 1 Number 290). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the multifunction peripheral device system of Nordstrom 
with the processing systems controlling different elements of Emerson, resulting in the 
invention of Claim 14, in order to create a device that can more easily incorporate 
Intelligent Input/Output technology and realize the benefits afforded by such technology 
(See Column 2 Lines 33-35 of Emerson). 

9. In reference to Claim 13, Nordstrom and Emerson teach the limitations as 
applied to Claim 9 above. Nordstrom does not teach causing the peripheral device to 
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conceal one or nnore device functions from the second processing system while 
enabling the second processing system to communicate with at least one unconcealed 
device function defined by the peripheral device. Emerson teaches concealing one or 
more device functions from the second processing system (See Column 4 Lines 30-44); 
and that both the hidden and non-hidden elements are on the same section of bus, and 
thus the second processing system can communicate with the non-hidden elements 
while the remaining elements are hidden (See Figure 1 and Column 4 Lines 15-17). 

It would have been obvious to one of ordinary skill In the art at the time the 
invention was made to combine the multifunction peripheral device system of Nordstrom 
with the processing systems controlling different elements of Emerson, resulting in the 
invention of Claim 13, in order to create a device that can more easily incorporate 
Intelligent Input/Output technology and realize the benefits afforded by such technology 
(See Column 2 Lines 33-35 of Emerson). 

10. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nordstrom and Emerson as applied to Claim 1 above, and further in view of US Patent 
Number 6,230,216 to Chambers et al. ("Chambers"). 

11. In reference to Claim 2, Nordstrom and Emerson teach the limitations as applied 
to Claim 1 above. Nordstrom further teaches that all of the functions in the devices are 
I/O Device Adapters (See Figure 2B), so it is inherent that all of the enumerated device 
functions are associated with an I/O channel. Nordstrom and Emerson do not teach the 
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first processing system comprising logic to enumerate each device function associated 
witti an I/O channel. Chambers teaches a processor that enumerates devices on a bus 
based on the configuration requirements those devices have (See Column 6 Lines 24- 
40). 

One of ordinary skill in the art at the time the invention was made would combine 
the device of Nordstrom and Emerson with the enumeration processor of Chambers, 
resulting in the invention of Claim 2, in order to be in accordance with the PCI 
specification (See Column 6 Lines 24-25 of Chambers). 

12. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nordstrom, Emerson, and Chambers as applied to Claim 2 above, and further in view of 
US Patent Number 6,044,207 to Pecone et al. ("Pecone"). 

13. In reference to Claim 3, Nordstrom, Emerson, and Chambers teach the 
limitations as applied to Claim 2 above. Nordstrom, Emerson, and Chambers do not 
teach that the device function associated with the I/O channel comprises logic to 
communicate with a RAID channel. Pecone teaches that one of the devices that can be 
connected to a PCI bus is a RAID device (See Column 4 Lines 7-16). 

One of ordinary skill in the art at the time the invention was made would combine 
the device of Emerson and Chambers with the peripheral RAID device of Pecone, 
resulting in the invention of Claim 3, in order to provide the ability to connect a high 
performance external storage system that allows for managing multiple independent 
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disks in a manner tliat achieves a desired level of availability, efficiency, capacity, 
performance, and economic cost of storing large quantities of readily available data in 
the data storage system (See Column 4 Lines 16-24) and because RAID systems are 
commonly used to provide system backups. 

14. Claims 6 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nordstrom and Emerson as applied to Claims 5 and 13 above, and further in view of US 
Patent Number 6,647,434 to Kamepalli (Kamepalli). 

1 5. In reference to Claim 6, Nordstrom and Emerson teach the limitations as applied 
to Claim 5 above. Emerson further teaches logic to enumerate a first device function 
defined by the peripheral device (See Column 3 Lines 8-10 and 15-17). Nordstrom and 
Emerson do not teach logic to set information in a configuration header maintained at 
the peripheral device to conceal the first device function from the second processing 
system. Kamepalli teaches the BIOS sending a signal to a register in a peripheral 
device header that indicates whether the device is enabled and can communicate with 
the CPU or disabled and cannot communicate with the CPU (See Column 3 Lines 55-67 
and Column 4 Lines 1-45). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the device of Nordstrom and Emerson with the device 
header system of Kamepalli, resulting in the invention of Claim 6, in order to allow a 



Application/Control Number: 09/866,005 
Art Unit: 2111 



Page 10 



hidden function to be nnade visible without rebooting the system (See Column 4 Lines 
33-36 of Kamepalli). 

1 6. In reference to Claim 14, Nordstrom and Emerson teach the limitations as 
applied to Claim 13 above. Emerson further teaches enumerating a first device function 
defined by the peripheral device (See Column 3 Lines 8-10 and 15-17). Nordstrom and 
Emerson do not teach setting information in a configuration header maintained at the 
peripheral device to conceal the first device function from the second processing 
system. Kamepalli teaches the BIOS sending a signal to a register in a peripheral 
device header that indicates whether the device is enabled and can communicate with 
the CPU or disabled and cannot communicate with the CPU (See Column 3 Lines 55-67 
and Column 4 Lines 1-45). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the device of Nordstrom and Emerson with the device 
header system of Kamepalli, resulting in the invention of Claim 14, in order to allow a 
hidden function to be made visible without rebooting the system (See Column 4 Lines 
33-36 of Kamepalli). 

17. Claims 7, 8, 15, and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nordstrom and Emerson as applied to Claims 5 and 13 above, and 
further in view of US Patent Number 5,734,847 to Garbus et al. ("Garbus"). 
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18. In reference to Claim 7, Nordstrom and Emerson teach the limitations as applied 
to Claim 5 above. Nordstrom further teaches a bridge coupled to the peripheral device 
through a secondary bus (See Figure 2B Number 210). Nordstrom does not teach that 
the bridge comprises logic to initiate execution of an enumeration process by the first 
processing system prior to completion of an enumeration process by the second 
processing system, Emerson further teaches a bridge coupled to the peripheral device 
through a secondary bus (See Figure 1 Number 210). Garbus teaches a bridge that 
comprises logic to initiate execution of an enumeration process by the first processing 
system prior to completion of an enumeration process by the second processing system 
(See Figure 6 Numbers 21 1 and 215 and Column 1 1 Lines 35-57). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the device of Nordstrom and Emerson with the 
enumeration logic and procedure of Garbus, resulting in the invention of Claim 7, in 
order to prevent the host processor from loading drivers or allocating address space to 
elements that are to be hidden (See Column 2 Lines 18-21 of Garbus). 

19. In reference to Claim 8, Nordstrom and Emerson teach the limitations as applied 
to Claim 5 above. Nordstrom and Emerson do not teach that the first processing 
system comprises logic to transmit a signal to the peripheral device to inhibit 
enumeration of the peripheral device by the second processing system. Garbus 
teaches that the first processing system transmitting a signal to the peripheral device to 
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inhibit enumeration of the peripheral device by the second processing system (See 
Figure 3b and Column 7 Lines 46-63). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the device of Nordstrom and Emerson with the bit 
masking, enumeration logic, and procedure of Garbus, resulting in the invention of 
Claim 8, in order allow the hidden devices to be masked from detection by the 
processor (See Column 7 Lines 59-61 of Garbus); and to prevent the host processor 
from loading drivers or allocating address space to elements that are to be hidden (See 
Column 2 Lines 18-21 of Garbus). 

20. In reference to Claim 15, Nordstrom and Emerson teach the limitations as 
applied to Claim 13 above, Nordstrom further teaches a bridge coupled to the 
peripheral device through a secondary bus (See Figure 2B Number 210). Nordstrom 
does not teach initiating execution of an enumeration process by the first processing 
system prior to completion of an enumeration process by the second processing 
system. Emerson further teaches a bridge coupled to the peripheral device through a 
secondary bus (See Figure 1 Number 210). Garbus teaches initiating execution of an 
enumeration process by the first processing system prior to completion of an 
enumeration process by the second processing system (See Figure 6 Numbers 211 and 
21 5 and Column 1 1 Lines 35-57), 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the device of Nordstrom and Emerson with the 
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enumeration logic and procedure of Garbus, resulting in the invention of Claim 7, in 
order to prevent the host processor from loading drivers or allocating address space to 
elements that are to be hidden (See Column 2 Lines 1 8-21 of Garbus). 

21 . In reference to Claim 16, Nordstrom and Emerson teach the limitations as 
applied to Claim 13 above. Nordstrom and Emerson do not teach transmitting a signal 
to the peripheral device to inhibit enumeration of the peripheral device by the second 
processing system. Garbus teaches transmitting a signal to the peripheral device to 
inhibit enumeration of the peripheral device by the second processing system (See 
Figure 3b and Column 7 Lines 46-63). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the device of Nordstrom and Emerson with the bit 
masking, enumeration logic, and procedure of Garbus, resulting in the invention of 
Claim 16, in order allow the hidden devices to be masked from detection by the 
processor (See Column 7 Lines 59-61 of Garbus); and to prevent the host processor 
from loading drivers or allocating address space to elements that are to be hidden (See 
Column 2 Lines 18-21 of Garbus). 

22. Claims 11 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nordstrom and Emerson as applied to Claims 10 and 22 above, and further in view 
of Pecone. 
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23. In reference to Claim 1 1 , Nordstrom and Emerson teach the limitations as 
applied to Claim 10 above. Nordstrom and Emerson do not teach that the device 
function associated with the I/O channel comprises logic to communicate with a RAID 
channel. Pecone teaches that one of the devices that can be connected to a PCI bus is 
a RAID device (See Column 4 Lines 7-16), 

One of ordinary skill in the art at the time the invention was made would combine 
the device of Emerson and Chambers with the peripheral RAID device of Pecone, 
resulting in the invention of Claim 1 1 , in order to provide the ability to connect a high 
performance external storage system that allows for managing multiple independent 
disks in a manner that achieves a desired level of availability, efficiency, capacity, 
performance, and economic cost of storing large quantities of readily available data in 
the data storage system (See Column 4 Lines 16-24) and because RAID systems are 
commonly used to provide system backups. 

24. In reference to Claim 23, Nordstrom and Emerson teach the limitations as 
applied to Claim 22 above. Nordstrom and Emerson do not teach that the device 
function associated with the I/O channel comprises logic to communicate with a RAID 
channel. Pecone teaches that one of the devices that can be connected to a PCI bus is 
a RAID device (See Column 4 Lines 7-16). 

One of ordinary skill in the art at the time the invention was made would combine 
the device of Emerson and Chambers with the peripheral RAID device of Pecone, 
resulting in the invention of Claim 23, in order to provide the ability to connect a high 
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performance external storage system that allows for managing multiple independent 
disks in a manner that achieves a desired level of availability, efficiency, capacity, 
performance, and economic cost of storing large quantities of readily available data in 
the data storage system (See Column 4 Lines 16-24) and because RAID systems are 
commonly used to provide system backups. 

25. Claims 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nordstrom, Emerson, Garbus, and US Patent Number 5,737,344 to Belser et al. 
("Belser"). 

26. In reference to Claim 1 7, Nordstrom teaches a peripheral device adapted to 
define a plurality of device functions coupled to a data interface of a data bus (See 
Figure 2B Number 260); and a second processing system (See Figure 2A). Nordstrom 
does not teach initiating a first enumeration procedure at a first processing system 
adapted to enumerate a first device function defined by a peripheral device through the 
data interface; initiating a bus transaction on the data bus to cause the first device 
function to be concealed from subsequent enumeration procedures while enabling at 
last one other device function defined by the peripheral device to be enumerated by a 
subsequent enumeration procedure; and a storage medium comprising machine- 
readable instructions. Emerson teaches a first processing system that controls a 
selection of devices on a segment of a PCI bus (analogous to functions in a device) 
(See Figure 1 Number 290 and Column 4 Lines 30-44); and enumerating a first device 



Application/Control Number: 09/866,005 Page 16 

Art Unit: 21 11 

function defined by a peripheral device by a first processing systenn (See Column 3 
Lines 13-17). Garbus teaches initiating a bus transaction on the data bus to cause the 
first element to be concealed from subsequent enumeration procedures while enabling 
at least one other device function defined by the peripheral device to be enumerated by 
a subsequent enumeration procedure (See Figure 6 Numbers 21 1 and 215 and Column 
1 1 Lines 35-57). Belser teaches a processor that executes machine-readable 
instructions stored on a direct access storage device (See Column 4 Lines 5-15). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the multifunction peripheral device system of Nordstrom 
with the processing systems controlling different elements of Emerson, the enumeration 
procedure of Garbus, and the storage medium comprising machine-readable 
instructions of Belser, resulting in the invention of Claim 17, in order to create a device 
that can more easily incorporate Intelligent Input/Output technology and realize the 
benefits afforded by such technology (See Column 2 Lines 33-35 of Emerson); to 
prevent the host processor from loading drivers or allocating address space to elements 
that are to be hidden (See Column 2 Lines 18-21 of Garbus); and in to provide an 
increased robustness against losing the instructions necessary to operate the device 
(See Column 2 Lines 43-45 of Belser). 

27. In reference to Claim 18, Nordstrom, Emerson, Garbus, and Belser teach the 
limitations as applied to Claim 17 above. Nordstrom further teaches that all of the 
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functions in the devices are I/O Device Adapters (See Figure 2B), so it is inherent that 
the first of the enumerated device functions is enumerated as an I/O channel. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the multifunction peripheral device system of Nordstrom 
with the processing systems controlling different elements of Emerson, the enumeration 
procedure of Garbus, and the storage medium comprising machine-readable 
instructions of Belser, resulting in the invention of Claim 18, in order to create a device 
that can more easily incorporate Intelligent Input/Output technology and realize the 
benefits afforded by such technology (See Column 2 Lines 33-35 of Emerson); to 
prevent the host processor from loading drivers or allocating address space to elements 
that are to be hidden (See Column 2 Lines 18-21 of Garbus); and in to provide an 
increased robustness against losing the instructions necessary to operate the device 
(See Column 2 Lines 43-45 of Belser). 

28. Claim 19 is rejected under 35 U.S.C, 103(a) as being unpatentable over 
Nordstrom, Emerson, Garbus, and Belser as applied to Claim 18 above, and further in 
view of Pecone. 

29. In reference to Claim 19, Nordstrom, Emerson, Garbus, and Belser teach the 
limitations as applied to Claim 18 above. Nordstrom, Emerson, Garbus, and Belser do 
not teach the device function associated with the I/O channel comprising logic to 
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communicate with a RAID channel. Pecone teaches that one of the devices that can be 
connected to a PCI bus is a RAID device (See Column 4 Lines 7-16), 

One of ordinary skill in the art at the time the invention was made would combine 
the device of Nordstrom, Emerson, Garbus, and Belser with the peripheral RAID device 
of Pecone, resulting in the invention of Claim 19, in order to provide the ability to 
connect a high performance external storage system that allows for managing multiple 
independent disks in a manner that achieves a desired level of availability, efficiency, 
capacity, performance, and economic cost of storing large quantities of readily available 
data in the data storage system (See Column 4 Lines 16-24) and because RAID 
systems are commonly used to provide system backups. 

30. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nordstrom, Emerson, Garbus, and Belser as applied to Claim 17 above, and further in 
view of Kamepalli. 

31 . In reference to Claim 20, Nordstrom, Emerson, Garbus, and Belser teach the 
limitations as applied to Claim 17 above. Nordstrom, Emerson, Garbus, and Belser do 
not teach initiating a bus transaction to set information in a configuration header 
maintained at the peripheral device to conceal the first device function from subsequent 
enumeration procedures. Kamepalli teaches the BIOS sending a signal to a register in 
a peripheral device header that indicates whether the device is enabled and can 



Application/Control Number: 09/866,005 Page 19 

Art Unit: 21 11 

communicate with the CPU or disabled and cannot communicate with or be enumerated 
by the CPU (See Column 3 Lines 55-67 and Column 4 Lines 1-45). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the device of Nordstrom, Emerson, Garbus, and Belser 
with the device header system of Kamepalli, resulting in the invention of Claim 14, in 
order to allow a hidden function to be made visible without rebooting the system (See 
Column 4 Lines 33-36 of Kamepalli). 

32. Claims 21 , 22, 26, and 27 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Nordstrom, Emerson, and Garbus. 

33. In reference to Claim 21 , Nordstrom teaches a peripheral device adapted to 
define a plurality of device functions coupled to a data interface of a data bus (See 
Figure 2B Number 260); and a second processing system (See Figure 2A). Nordstrom 
does not teach logic to initiate a first enumeration procedure to enumerate a first device 
function defined by a peripheral device; initiating a second enumeration procedure at a 
second processing system adapted to enumerate a second device function of peripheral 
device through the data interface; and logic to initiate a bus transaction on the data bus 
causing the first device function to be concealed from subsequent enumeration 
procedures while enabling the subsequent enumeration procedures to access at least 
one other device function defined by the peripheral device. Emerson teaches a first 
processing system that controls a selection of devices on a segment of a PCI bus 
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(analogous to functions in a device) (See Figure 1 Number 290 and Column 4 Lines 30- 
44); and enumerating a first device function defined by a peripheral device by a first 
processing system (See Column 3 Lines 13-17), Garbus teaches initiating a bus 
transaction on the data bus to cause the first element to be concealed from subsequent 
enumeration procedures while enabling at least one other device function defined by the 
peripheral device to be enumerated by a subsequent enumeration procedure (See 
Figure 6 Numbers 21 1 and 215 and Column 1 1 Lines 35-57). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the multifunction peripheral device system of Nordstrom 
with the processing systems controlling different elements of Emerson and the 
enumeration procedure of Garbus, resulting in the invention of Claim 21 , in order to 
create a device that can more easily incorporate Intelligent Input/Output technology and 
realize the benefits afforded by such technology (See Column 2 Lines 33-35 of 
Emerson); and to prevent the host processor from loading drivers or allocating address 
space to elements that are to be hidden (See Column 2 Lines 18-21 of Garbus). 

34. In reference to Claim 22, Nordstrom, Emerson, and Garbus teach the limitations 
as applied to Claim 21 above. Nordstrom further teaches that all of the functions in the 
devices are I/O Device Adapters (See Figure 2B), so it is inherent that the first of the 
enumerated device functions is enumerated as an I/O channel. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the multifunction peripheral device system of Nordstrom 
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with the processing systenns controlling different elennents of Ennerson, resulting in the 
invention of Claim 21 , in order to create a device that can more easily incorporate 
Intelligent Input/Output technology and realize the benefits afforded by such technology 
(See Column 2 Lines 33-35 of Emerson); and to prevent the host processor from 
loading drivers or allocating address space to elements that are to be hidden (See 
Column 2 Lines 18-21 of Garbus). 

35. In reference to Claim 26, Nordstrom teaches a peripheral device adapted to 
define a plurality of device functions coupled to a data interface of a data bus (See 
Figure 2B Number 260); and a second processing system (See Figure 2A). Nordstrom 
does not teach initiating a first enumeration procedure at a first processing system 
adapted to enumerate a first device function defined by a peripheral device through the 
data interface; and initiating a bus transaction on the data bus to cause the first device 
function to be concealed from subsequent enumeration procedures while enabling at 
last one other device function defined by the peripheral device to be enumerated by a 
subsequent enumeration procedure. Emerson teaches a first processing system that 
controls a selection of devices on a segment of a PCI bus (analogous to functions in a 
device) (See Figure 1 Number 290 and Column 4 Lines 30-44); enumerating a first 
device function defined by a peripheral device by a first processing system (See 
Column 3 Lines 13-17); and enumerating a second device function defined by a 
peripheral device by a second processing system (See Column 3 Lines 11-13). Garbus 
teaches initiating a bus transaction on the data bus to cause the first element to be 
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concealed from subsequent enumeration procedures while enabling at least one other 
device function defined by the peripheral device to be enumerated by a subsequent 
enumeration procedure (See Figure 6 Numbers 21 1 and 215 and Column 1 1 Lines 35- 
57). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the multifunction peripheral device system of Nordstrom 
with the processing systems controlling different elements of Emerson and the 
enumeration procedure of Garbus, resulting in the invention of Claim 21, in order to 
create a device that can more easily incorporate Intelligent Input/Output technology and 
realize the benefits afforded by such technology (See Column 2 Lines 33-35 of 
Emerson); and to prevent the host processor from loading drivers or allocating address 
space to elements that are to be hidden (See Column 2 Lines 18-21 of Garbus). 

36. In reference to Claim 27, Nordstrom, Emerson, and Garbus teach the limitations 
as applied to Claim 26 above. Nordstrom further teaches that all of the functions in the 
devices are I/O Device Adapters (See Figure 2B), so it is inherent that the first of the 
enumerated device functions is enumerated as an I/O channel. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the multifunction peripheral device system of Nordstrom 
with the processing systems controlling different elements of Emerson and the 
enumeration procedure of Garbus, resulting in the invention of Claim 21, in order to 
create a device that can more easily incorporate Intelligent Input/Output technology and 
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realize the benefits afforded by such technology (See Column 2 Lines 33-35 of 
Emerson); and to prevent the host processor from loading drivers or allocating address 
space to elements that are to be hidden (See Column 2 Lines 18-21 of Garbus). 

37. Claim 24 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Nordstrom, Emerson, and Garbus as applied to Claim 21 above, and further in view of 
Kamepalli. 

38. In reference to Claim 24, Nordstrom, Emerson, and Garbus teach the limitations 
as applied to Claim 21 above. Nordstrom, Emerson, and Garbus do not teach that the 
processing system further comprises logic to initiate a bus transaction to set information 
in a configuration header maintained at the peripheral device to conceal the first device 
function from subsequent enumeration procedures. Kamepalli teaches the BIOS 
sending a signal to a register in a peripheral device header that indicates whether the 
device is enabled and can communicate with the CPU or disabled and cannot 
communicate with or be enumerated by the CPU (See Column 3 Lines 55-67 and 
Column 4 Lines 1-45). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the device of Nordstrom, Emerson, and Garbus with the 
device header system of Kamepalli, resulting in the invention of Claim 24, in order to 
allow a hidden function to be made visible without rebooting the system (See Column 4 
Lines 33-36 of Kamepalli). 
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39. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nordstrom, Emerson, Garbus, and Kamepalli as applied to Claim 24 above, and further 
in view of US Patent Number 5,960,213 to Wilson ("Wilson"). 

40. In reference to Claim 25, Nordstrom, Emerson, Garbus, and Kamepalli teach the 
limitations as applied to Claim 24 above. Nordstrom further teaches that the data bus is 
a PCI bus (See Figure 2B Number 230). Nordstrom, Emerson, Garbus, and Kamepalli 
do not teach that the processing system further comprising logic to initiate a bus 
transaction to modify data in a Header Type register of the configuration header. 
Wilson teaches a unit that sends signals to set a bit in the Header Type register of the 
devices connected to it (See Column 6 Lines 21-28). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the device of Nordstrom, Emerson, Garbus, and 
Kamepalli with the device to set the Header Type of Wilson, resulting in the invention of 
Claim 25, in order to allow the host system to view the secondary PCI devices as a 
single multifunction device (See Column 6 Lines 7-10 of Wilson). 

41 . Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nordstrom, Emerson, and Garbus as applied to Claim 27 above, and further in view of 
Pecone. 
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42. In reference to Claim 28, Nordstrom, Emerson, and Garbus teach the limitations 
as applied to Claim 27 above. Nordstrom, Emerson, and Garbus do not teach the 
device function associated with the I/O channel comprising logic to communicate with a 
RAID channel. Pecone teaches that one of the devices that can be connected to a PCI 
bus is a RAID device (See Column 4 Lines 7-16). 

One of ordinary skill In the art at the time the invention was made would combine 
the device of Nordstrom, Emerson, and Garbus with the peripheral RAID device of 
Pecone, resulting in the invention of Claim 28, in order to provide the ability to connect a 
high performance external storage system that allows for managing multiple 
independent disks in a manner that achieves a desired level of availability, efficiency, 
capacity, performance, and economic cost of storing large quantities of readily available 
data in the data storage system (See Column 4 Lines 16-24) and because RAID 
systems are commonly used to provide system backups. 

43. Claim 29 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Nordstrom, Emerson, and Garbus as applied to Claim 26 above, and further in view of 
Kamepalli. 

44. In reference to Claim 29, Nordstrom, Emerson, and Garbus teach the limitations 
as applied to Claim 26 above. Nordstrom, Emerson, and Garbus do not teach initiating 
a bus transaction to set information in a configuration header maintained at the 
peripheral device to conceal the first device function from subsequent enumeration 
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procedures. Kamepalli teaches the BIOS sending a signal to a register in a peripheral 
device header that indicates whether the device is enabled and can communicate with 
the CPU or disabled and cannot communicate with or be enumerated by the CPU (See 
Column 3 Lines 55-67 and Column 4 Lines 1-45). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the device of Nordstrom, Emerson, and Garbus with the 
device header system of Kamepalli, resulting in the invention of Claim 29, in order to 
allow a hidden function to be made visible without rebooting the system (See Column 4 
Lines 33-36 of Kamepalli). 



45. Applicant's arguments with respect to Claims 1-25 have been considered but are 
moot in view of the new ground(s) of rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas J. Cleary whose telephone number is 703-305- 
5824. The examiner can normally be reached on Monday-Thursday (7-4:30), Alt. 
Fridays (7-3:30). 



Response to Arguments 



Conclusion 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark H. Rinehart can be reached on 703-305-4815. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). ^ 




Thomas J. Cleary 
Patent Examiner 
Art Unit 21 11 



